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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

I  the Matte  of ‘egist atio  No.  

Ma k: “OFTWA‘E F‘EEDOM CON“E‘VANCY 

‘egist atio  date: “epte e  ,  

 

“oft a e F eedo  La  Ce te    

Petitio e ,   

.  Ca ellatio  No.  

“oft a e F eedo  Co se a , I .   

‘egist a t.   

 

REGISTRANT’S MOTION TO AMEND ITS ANSWER TO ADD A COUNTERCLAIM 

Pu sua t to ‘ule a , Fed. ‘. Ci . P. a d T ade a k ‘ule . , ‘egist a t “oft a e F eedo  

Co se a , I . Co se a  o es the T ade a k T ial a d Appeal Boa d Boa d  fo  lea e to 

a e d its A e ded A s e 1 to add a ou te lai . E hi it A, atta hed he eto, is a op  of the p oposed 

A e ded A s e  a d Cou te lai .2 I  its p oposed ou te lai , ‘egist a t seeks a ellatio  of 

Petitio e  “oft a e F eedo  La  Ce te , I . s “FLC  U.“. ‘egist atio  No. , ,  fo  the a k 

“OFTWA‘E F‘EEDOM LAW CENTE‘, a egist atio  upo  hi h Petitio e  elies as a asis fo  the i sta t 

                                                           

1 The A e ded A s e ,  TTAB - , is the u e t ope ati e a s e . See  TTABUE - .  
2 The p oposed A e ded A s e  a d Cou te lai  also o its o e affi ati e defe se that the 

Boa d st u k i  its uli g g a ti g the otio  to a e d the A s e . See  TTABUE  The Boa d sua 
spo te st ikes the putati e affi ati e defe se  of failu e to state a lai  upo  hi h elief a  e 
g a ted. . E hi it B is a lea , sig ed op  of the A e ded A s e  a d Cou te lai . 



 

 

p o eedi g seeki g a ellatio  of Co se a s egist atio  fo  “OFTWA‘E F‘EEDOM CON“E‘VANCY. 

The ou te lai  alleges that the egist atio  fo  the a k “OFTWA‘E F‘EEDOM LAW CENTE‘ is i alid 

e ause the a k is ge e i . 

Fo  the easo s set fo th elo , ‘egist a t asks that the Boa d g a t this otio . 

ARGUMENT 

Fed. ‘. Ci . P. a , ade appli a le to i te  pa tes p o eedi gs  T ade a k ‘ule . a , 

e ou ages the Boa d to look fa o a l  o  otio s to a e d pleadi gs, stati g that the ou t should 

f eel  gi e lea e he  justi e so e ui es.  I  ge e al, the Boa d ill gi e lea e to a e d u less the e 

has ee  u due dela  that ould p ejudi e the o o i g pa t , the o i g pa t  has a ted i  ad 

faith, o  the a e d e t ould e futile.  Ji e Soft are, I . . Ji e Co ' s, I .,  U.“.P.Q. d , 

 TTAB . 

A. Be ause of the U usual P o edu al Postu e of the 
Ca ellatio , The e has Bee  No U due Dela   ‘egist a t i  
B i gi g its Cou te lai s 

“FLC filed a petitio  to a el the ‘egist a t s t ade a k egist atio  o e o ki g da  sh  of the 

fi e ea  a i e sa  of that egist atio . “FLC filed the petitio  agai st a  e tit  it had fo ed a d 

a ed a d ith hi h it o-e isted fo  o e   ea s. These fa ts, as ell as othe  fa ts as e plai ed i  

u h o e detail i  othe  fili gs i  this p o eedi g, led to the o ious affi ati e defe ses of la hes, 

a uies e e a d e uita le estoppel. Co se a  the efo e filed a  ea l  Motio  fo  “u a  



 

 

Judg e t.3 The otio  as i itiall  de ied o  the asis that Co se a  had ot ade uatel  pleaded 

the defe ses i  its o igi al A s e .4 The e as fu the  otio  p a ti e o  a failed effo t  “FLC to 

a e d its petitio ,5 afte  hi h Co se a  su essfull  a e ded it A s e 6 a d ui kl  filed the 

Motio  fo  “u a  Judg e t agai .7 ‘athe  tha  opposi g the otio , “FLC filed a otio  seeki g 

additio al dis o e .8 I  espo se, o  Ja ua  ,  the Boa d took the u usual step of ooti g the 

dis o e  otio  a d de i g the Motio  fo  “u a  Judg e t ithout a  espo si e ief ha i g 

ee  filed.9 A fe  da s late , o  Ja ua  , , Co se a  filed a ‘e uest fo  ‘e o side atio ,10 

hi h is o  full  iefed.11 Be ause the Boa d did ot suspe d the p o eedi g i  espo se to the 

‘e uest fo  ‘e o side atio , o  Ma h ,  Co se a  filed a Motio  to “uspe d pe di g 

dispositio  of the ‘e uest fo  ‘e o side atio ;12 ho e e , the Boa d has ot et suspe ded the 

p o eedi gs. 

                                                           

3  TTABVUE. 
4  TTABVUE. 
5  TTABVUE,  TTABVUE i o e tl  stati g D MOT DENIIED [si ],  it as Petitio e s otio  

that as de ied . 
6  TTABVUE. 
7  TTABVUE. 
8  TTABVUE. 
9  TTABVUE. 
10  TTABVUE. 
11  TTABVUE;  TTABUE. 
12  TTABVUE. The otio  as opposed at  TTABVUE. 



 

 

Although this a tio  as filed o  “epte e  , , it is still i  its ea l  stages. The s hedule 

has ee  eset t i e,13 ea h ti e sta ti g ith the deadli e fo  i itial dis losu es.14 E e  ithout 

g a ti g Co se a s Motio  to “uspe d hile the Boa d o side s the ‘e uest fo  ‘e o side atio , 

as it u e tl  sta ds dis o e  does ot lose u til Jul  , .15  

Co se a  had hoped that the atte  ould e esol ed o  its ea l  Motio  fo  “u a  

Judg e t. The otio  as ased solel  o  e uita le defe ses, so it as ot e essa  to ea h the 

alidit  of the “FLC egist atio  i  o de  to ha e a fi al esolutio  of the ase. Co se a  the efo e 

ele ted ot to ultipl  o  e pa d this p o eedi g  fili g a ou te lai  halle gi g the alidit  of the 

“FLC egist atio  ith its i itial A s e , elie i g  that the p o eedi g ould ha e a fi al dispositio  upo  

a fa o a le out o e o  the Motio  fo  “u a  Judg e t. Ho e e , e ause the Boa d has de ied the 

Motio  fo  “u a  Judg e t a d the p o eedi gs ha e ot ee  sta ed hile it is ei g e o side ed, 

Co se a  is o pelled at this ti e  to ask the Boa d fo  lea e to a e d the A s e  to state a 

ou te lai  fo  a ellatio  of the asse ted egist atio  hile the e is still ade uate ti e fo  dis o e , 

thus a oidi g u due dela . 

                                                           

13  TTABVUE;  TTABVUE. 
14  TTABVUE ;  TTABVUE . 
15  TTABVUE . 



 

 

B. Petitio e  Will Not Be P ejudi ed If ‘egist a t is Allo ed to 
A e d its Pleadi gs Be ause this P o eedi g is I  Its Ea l  
“tages 

Petitio e  ill ot e p ejudi ed  ‘egist a t s p oposed a e d e t e ause, as des i ed 

a o e, this p o eedi g is still i  its i itial stages. Neithe  pa t  has et o du ted a  depositio s a d 

the dis o e  pe iod is still ope  fo  o e tha  th ee o ths. Thus, Petitio e  ill ot e p ejudi ed as it 

ill ha e the full a d o plete oppo tu it  to i estigate a d o du t dis o e  o  ‘egist a t s 

ou te lai . I  fa t, the Boa d has allo ed a e d e ts to pleadi gs at u h late  stages tha  that 

e uested  ‘egist a t. See, e.g.,Fo us  I t’l I . . Pola Kasei Kogyo Ka ushiki Kaisha,  U“PQ d 

,  TTAB g a ti g the otio  to add a defe se of a a do e t filed p io  to ope i g of 

petitio e s testi o  pe iod; it ould ot ause u due p ejudi e e ause the dis o e  pe iod ould e 

eope ed . 

C. ‘egist a t Did ot Ha e Bad Faith o  Dilato  Moti e A d the 
A e d e t Is Not Futile 

B  i gi g its p oposed ou te lai  at this stage, the e is o ad faith o  dilato  oti e o  

the pa t of the ‘egist a t. As p e iousl  oted, the ‘egist a t t ied to a oid o pli ati g the 

p o eedi gs ith a ou te lai  he  the ou te lai  as ot ge a e to the defe se ei g asse ted 

i  a  ea l  Motio  fo  “u a  Judg e t—i  othe  o ds, the ‘egist a t as a ti g i  good faith, 

t i g to a oid e pe di g oth pa ties  ha ita le esou es u e essa il . The ‘egist a t o ti ues to 

a t i  good faith  o i g to a e d the A s e  hile it is still ea l  i  the p o eedi gs so that u due 

p ejudi e a  e a oided.  



 

 

Additio all , the p oposed ou te lai  is ot futile. The ou te lai  alleges that the a k 

“OFTWA‘E F‘EEDOM LAW CENTE‘ is ge e i . A halle ge that a t ade a k is ge e i  a  e ought at 

a  ti e. T ade a k A t of  § ,  U.“.C. §  . The petitio  fo  a ellatio  is 

p e ised o  the lai  that “FLC has t ade a k ights i  “OFTWA‘E F‘EEDOM LAW CENTE‘. If the a k 

is i stead ge e i , the  the petitio  to a el ill e dis issed. 

D. Justi e ‘e ui es Allo i g the Cou te lai  

The Boa d has a k o ledged that a otio  to a e d to add a o pulso  ou te lai  is ause 

fo  g eate  – ot less – le ie  i  g a ti g lea e to a e d. Ji e Soft are, I . . Ji e Co ' s, I .,  

U.“.P.Q. d  T.T.A.B. , iti g  Cha les Ala  W ight, et al., FEDE‘AL P‘ACTICE & P‘OCEDU‘E §  

d ed. Ap il . A alidit  halle ge is also to e e ou aged e ause it is i  the pu li  i te est: if a 

plai tiff s egist atio  is i alid, it is to the e efit of the pu li  as ell as to the defe da t to ha e it 

p o ptl  e o ed f o  the egiste .  Id. This is dou l  t ue he e the halle ge to the alidit  of the 

pleaded egist atio  is that the a k is ge e i . See, e.g., Dela are Quarries, I . . Play ore IP Su , I ., 

 U.“.P.Q. d  T.T.A.B.  oti g that the pu li  has a  i te est i  iddi g the egiste  of 

ge e i  a ks .  

Ne l  lea ed fa ts i  this ase de o st ate that the e is also pu li  i te est i  the 

ou te lai . I  a  e ail se t o  Ma h , , a settle e t offe  f o  “FLC de a ded that, i  o de  

fo  “FLC to settle the ase, the follo i g ust o u : 

• “FC [Co se a ] ust ag ee to a ellatio  of U.“. T ade a k ‘egist atio  No. ; 
• “FC ust ag ee e e  to use o  seek egist atio  of a  a k that i o po ates a “OFTWA‘E 

F‘EEDOM o po e t fo  a  good o  se i e; 



 

 

• “FC ust ag ee to dis o ti ue all uses of “OFTWA‘E F‘EEDOM CON“E‘VANCY ithi   
da s of e e utio  of a  ag ee e t; 

• “FC ust ag ee ot to halle ge a d/o  o test the alidit  of “FLC s t ade a k egist atio s 
that i o po ate the te s “OFTWA‘E F‘EEDOM; 

• “FC ust ag ee to dis o ti ue all uses of “OFTWA‘E F‘EEDOM CON“E‘VANCY ithi   
da s of e e utio  of a  ag ee e t; 

• “FC ust ag ee to e a e itself so that the o d F‘EEDOM is ot featu ed i  thei  o po ate 
a e ithi   da s of e e utio  of a  ag ee e t; 

• “FC ust ag ee to dis o ti ue use of sf o se a .o g a d 
soft a ef eedo o se a .o g ithi   da s of e e utio  of a  ag ee e t; a d 

• “FLC a d “FC ill ag ee to a utual o -dispa age e t p o isio .  

“ee E hi it C.16
 

The i po t of this o u i atio  is that Petitio e  is lai i g to ha e e lusi e ights i  the 

te  soft a e f eedo ,  to it, “FC ust ag ee e e  to use o  seek egist atio  of a  a k that 

i o po ates a “OFTWA‘E F‘EEDOM o po e t fo  a  good o  se i e  a d “FC ust ag ee ot to 

halle ge a d/o  o test the alidit  of “FLC s t ade a k egist atio s that i o po ate the te s 

“OFTWA‘E F‘EEDOM  ot “OFTWA‘E F‘EEDOM LAW CENTE‘, ut “OFTWA‘E F‘EEDOM pe  se . “FLC 

is taki g the positio  that it has e lusi e ights i  the ge e i  te  soft a e f eedo ,  a te  i  

o o  use  the pu li . Justi e the efo e e ui es that Co se a  ha e the oppo tu it  to defe d a 

ge e i  te  ot o l  o  its o  ehalf, ut also fo  the soft a e o u it  at la ge. 

                                                           

16 The o u i atio  is ot ei g su itted to p o e o  disp o e the alidit  o  a ou t of 
“FLC s lai  o  to i pea h  a p io  i o siste t state e t o  a o t adi tio . See Fed. ‘. Ci . P. . 
‘athe , the e hi it is ei g su itted to sho  that Co se a  o l  just e a e a a e that “FLC is 
lai i g e lusi e ights i  the ph ase soft a e f eedo .  



 

 

‘egist a t espe tfull  su its that, fo  the fo egoi g easo s, the e has ot ee  a  u due 

dela   ‘egist a t i  i gi g this otio  to a e d. The pa ties ill ot e p ejudi ed e ause the ase 

is still i  the dis o e  pe iod. The ‘egist a t s ele tio  ot to file a ou te lai  i  its i itial a s e  as 

to edu e the u de  o  the Boa d, ot fo  pu poses of dela . The a e d e t ill ot e futile e ause 

a su essful ou te lai  ill dispose of the e ti e p o eedi g. Fi all , justi e e ui es that the 

ou te lai  e allo ed i  the pu li  i te est. 

CONCLUSION 

Based upo  the a o e fa ts a d la , ‘egist a t espe tfull  e uests that the Boa d g a t its 

otio  to a e d a d add a ou te lai  to halle ge the egist a ilit  of Petitio e s U.“. ‘egist atio  

No. , ,  fo  the a k “OFTWA‘E F‘EEDOM LAW CENTE‘. 

 

‘espe tfull  su itted, 

 

Dated: Ap il ,  B :        

Pa ela “. Chestek 

Chestek Legal 
PO Bo   

‘aleigh, NC  

Atto e  fo  ‘egist a t 
pa ela@ hesteklegal. o  

 

 

  

mailto:pamela@chesteklegal.com


 

 

Ce tifi ate of “e i e 

 

I he e  e tif  that a t ue a d o plete op  of the fo egoi g ‘EGI“T‘ANT “ MOTION TO 
AMEND THE AN“WE‘ TO ADD A COUNTE‘CLAIM has ee  se ed o  “oft a e F eedo  La  Ce te  o  
Ap il ,   e aili g a op  the eof to Petitio e s ou sel at ishi@soft a ef eedo .o g a d 
s aho @ost ole k. o . 

 

Mishi Choudha  

“oft a e F eedo  La  Ce te  

PO Bo   

Ne  Yo k, NY  

 

“ea  P. M Maho  

Ost ole k Fa e  LLP 

 Thi d A e ue, th Floo  

Ne  Yo k, NY  

 

 

 

B :        

Pa ela “. Chestek 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No. 4212971 

Mark: SOFTWARE FREEDOM CONSERVANCY 

Registration date: September 25, 2012 

 

Software Freedom Law Center   

Petitioner,   

v.  Cancellation No. 92066968 

Software Freedom Conservancy   

Registrant.   

 

AMENDED ANSWER AND COUNTERCLAIM 

Registrant Software Freedom Conservancy, by its counsel, responds as follow to the Petition to 

Cancel: 

1.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 1 of the Petition to Cancel and therefore denies the same.  

2.  No response required. The registration speaks for itself. 

3.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 3 of the Petition to Cancel and therefore denies the same. 

4.  Denied. 

5.  Denied. 

6.  Denied. 

7.  Admitted. 

8.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 8 of the Petition to Cancel and therefore denies the same.  

9.  Admitted.  
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10.  Admitted, except that the Registrant's certificate of incorporation was filed on March 20, 

2006 and was accepted and sealed by the New York Department of State on April 7, 2006. 

11.  Admitted. 

12.  Admitted. 

13.  Admitted. 

14.  Admitted, except that Mr. Kuhn became Executive Director on October 1, 2010. 

15.  Admitted. 

16.  Admitted. 

17.  No response is required. There is no allegation in Paragraph 17.  

18.  Denied. 

19.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 19 of the Petition to Cancel and therefore denies the same. 

20.  Denied. 

21.  Denied. 

22.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 22 of the Petition to Cancel and therefore denies the same. 

23.  Denied. 

24.  Denied. 

25.  Admitted. 

26.  Admitted. 

27.  Admitted. 

28.  Admitted. 

29.  Admitted. 

30.  Admitted. 
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31.  Admitted. 

32.  Admitted, except that the statement was made by the signatory, not the Registrant. 

AFFIRMATIVE DEFENSES 

1.  The Petition for Cancellation fails to state a claim upon which relief can be granted. 

2.  Petitioner created Registrant in 2006, chose its name, provided legal services to Registrant for 

many years, and routinely interacted with Registrant from its inception until the present. At no 

time between the publication of Registrant’s trademark on July 10, 2012 and the date of the 
Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s registration of 
SOFTWARE FREEDOM CONSERVANCY. Registrant changed its economic position during 

that period by expending significant resources to expand its trade and accrue significant goodwill 

in the mark. Petitioner’s claim is therefore barred by the doctrine of laches. 

3.  Petitioner has affirmatively promoted and encouraged Registrant’s activities from its 
inception until the present, including inviting Registrant’s personnel to speak at its events. As 
recently as May, 2016 the Executive Director of Petitioner stated expressly that he had no 

complaints against Registrant. Petitioner’s claim is therefore barred by the doctrine of 
acquiescence. 

4.  At no time between the publication of the Registrant’s trademark on July 10, 2012 and the 

date of the Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s 
registration of SOFTWARE FREEDOM CONSERVANCY. Registrant relied on Petitioner’s 
silence as indicating that Petitioner did not object to Registrant’s use and registration of its mark. 
Registrant changed its economic position during that period by expending significant resources 

to expand its trade and accrue significant goodwill in the mark. Petitioner’s claim is therefore 
barred by the doctrine of equitable estoppel. 

5.  The Executive Director of Petitioner affirmatively stated in May, 2016 that he had no 

complaints against Registrant, only its employees. He subsequently stated on or about November 

22, 2017, after the petition to cancel was filed, that he expects the Registrant to be able to 

continue to use its mark. Therefore, the Petition to Cancel was not filed because of any 

trademark concern, but as a misuse of legal process to harass individuals for unrelated perceived 

wrongs. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

6.  Registrant is a former client of Petitioner. The same lawyers at Petitioner who represented 

Registrant are now acting as lawyers for Petitioner, adverse to Registrant in a matter substantially 
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related to the work the Petitioner performed for Registrant, namely, the formation and naming of 

Registrant. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

COUNTERCLAIM FOR CANCELLATION OF REGISTRATION NO. 3,913,979 

 Software Freedom Conservancy, Inc. ( Conservancy ), a 501(c)(3) tax exempt not-for-

profit charity, believes that it has been and will continue to be damaged by U.S. Trademark 

Registration No.3,913,979 for the mark SOFTWARE FREEDOM LAW CENTER, and hereby 

petitions to cancel the same pursuant to § 14(3) of the Trademark Act of 1946, 15 U.S.C. 

§ 1064(3). 

As grounds for cancellation, Petitioner in Counterclaim alleges as follows: 

1. Conservancy is a nonprofit organization, providing administrative, legal and management 

support for Conservancy members’ free and open source software (FOSS) projects, to help 

them better devote their resources to software development and documentation. 

2. Software Freedom Law Center, Inc. ( SFLC ) is the owner of U.S. Reg. No. 3,913,979 for 

SOFTWARE FREEDOM LAW CENTER, which issued on February 1, 2011 in Class 45 for 

legal services  (the ’979 Registration ). 

3. SFLC has asserted the ’979 Registration in the instant Petition to Cancel Conservancy’s U.S. 
Reg. No. 4,212,971 for SOFTWARE FREEDOM CONSERVANCY on the ground that the 

Conservancy service mark was likely to be confused with the mark of the ’979 Registration. 

4. The genus of the services in the ’979 Registration is, as stated in the registration, legal 

services.  

5. Free software  and open source software  are terms used to describe software licensed on 

terms that give the software users certain user rights, sometimes referred to as the Four 

Freedoms.  The terms free software  and open source software  are used separately and 

also commonly combined into the term free and open source software.  

6. The SFLC states on its webpage that its mission [is] to provide pro bono legal services to 

Free and Open Source Software projects ….  

7. The actual and potential consumers of SFLC’s services are those who are seeking legal 
services relating to FOSS projects. 
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8. Free software  and software freedom  are synonymous, that is, free software  is the 

concrete noun form and software freedom  is the same concept expressed as an abstract 

noun. 

9. The Wikipedia page for software freedom  redirects to a page titled Free software 

movement.  

10. Software freedom  is widely used in ordinary speech to refer to free software. 

11. The Free Software Foundation, a 503(c)(3) nonprofit for which SFLC formerly provided 

legal services, states on every page that it is a charity with a worldwide mission to advance 

software freedom.  

12. The Open Source Initiative, a California public benefit corporation with 501(c)(3) tax-

exempt status, states on its home page the OSI champions software freedom in society 

through education, collaboration, and infrastructure, stewarding the Open Source Definition 

(OSD), and preventing abuse of the ideals and ethos inherent to the open source 

movement …. Software freedom is essential to enabling community development of open 

source software.  

13. On information and belief, SFLC has not challenged use of the term software freedom  by 

the entities known as Software Freedom Day,  Software Freedom School  or Software 

Freedom Kosova  as part of their names. 

14. SFLC itself uses the term software freedom  as a noun identifying what free software 

licenses provide. 

15. A job posting by SFLC stated In addition, the Attorney will be expected to publish writing 

and make public presentations on topics related to software freedom.  

16. SFLC-authored conference materials state As we begin our second decade of working as 

counselors and advocates for software freedom ...  

17. SFLC's website page for its SFLC Internship Program states Applicants should have a 

demonstrated interest in software freedom and be conversant in legal and technical concepts 

related to free and open source software.  

18. SFLC's website page for Technology  states the Software Freedom Law Center also tries 

to produce useful technology that allows non-profit organizations and law centers to operate 

in software freedom.  
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19. A well-regarded 2008 publication by the SFLC, A Legal Issues Primer for Open Source and 

Free Software Projects,  states: 

• [W]e present a starting point for lawyers and risk managers for thinking about the 

particular, at times counter-intuitive, logic of software freedom.  

• Some copyleft advocates regard the AGPL as the next logical step toward software 

freedom.  

• The default trademark rules are sufficient for most Software Freedom projects.  

20. In its Petition to Cancel, SFLC characterized its mark SOFTWARE FREEDOM LAW 

CENTER as containing the element 'Software Freedom' at the beginning of the mark, 

followed by a … compound noun.  

21. Law Center  is the compound noun to which SFLC was referring. 

22. Law Center  is a generic term. 

23. Combining the generic term software freedom  with law center  provides no additional or 

changed meaning. The term as a whole identifies a subclass of legal services provided to 

those who work in the field of software freedom. 

24. The term software freedom law center  is generic for legal services and therefore 

Registration No. 3,913,979 is invalid. 

*** 
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 WHEREFORE, Applicant prays that Registration No. 3,913,979 be cancelled, that the 

Petition to Cancel be dismissed, and that judgment be entered in favor of Registrant against 

Petitioner.   

Respectfully submitted, 

 

 

 By:        

Pamela S. Chestek 

Chestek Legal 

PO Box 2492 

Raleigh, NC 27602 

Attorney for Registrant 

pamela@chesteklegal.com 

  

mailto:pamela@chesteklegal.com
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Certificate of Service 

 

I hereby certify that a true and complete copy of the foregoing Amended Answer and 

Counterclaim has been served on Software Freedom Law Center on April 9, 2019April 4, 2019 

by emailing a copy thereof to Petitioner’s counsel at mishi@softwarefreedom.org and 

smcmahon@ostrolenk.com, via electronic mail to:April 27, 2018mailing said copy on .  

 

Mishi ChoudharyDaniel Byrnes 

Software Freedom Law Center 

435 West 116th Street 

PO Box 250874 

New York, NY 100257 

Email: dbyrnes@softwarefreedom.org 

 

Sean P. McMahon 

Ostrolenk Faber LLP 

845 Third Avenue, 8th Floor 

New York, NY 10022 

 

 

By:        

Pamela S. Chestek 

mailto:mishi@softwarefreedom.org
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No. 4212971 

Mark: SOFTWARE FREEDOM CONSERVANCY 

Registration date: September 25, 2012 

 

Software Freedom Law Center   

Petitioner,   

v.  Cancellation No. 92066968 

Software Freedom Conservancy   

Registrant.   

 

AMENDED ANSWER AND COUNTERCLAIM 

Registrant Software Freedom Conservancy, by its counsel, responds as follow to the Petition to 

Cancel: 

1.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 1 of the Petition to Cancel and therefore denies the same.  

2.  No response required. The registration speaks for itself. 

3.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 3 of the Petition to Cancel and therefore denies the same. 

4.  Denied. 

5.  Denied. 

6.  Denied. 

7.  Admitted. 

8.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 8 of the Petition to Cancel and therefore denies the same.  

9.  Admitted.  
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10.  Admitted, except that the Registrant's certificate of incorporation was filed on March 20, 

2006 and was accepted and sealed by the New York Department of State on April 7, 2006. 

11.  Admitted. 

12.  Admitted. 

13.  Admitted. 

14.  Admitted, except that Mr. Kuhn became Executive Director on October 1, 2010. 

15.  Admitted. 

16.  Admitted. 

17.  No response is required. There is no allegation in Paragraph 17.  

18.  Denied. 

19.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 19 of the Petition to Cancel and therefore denies the same. 

20.  Denied. 

21.  Denied. 

22.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 22 of the Petition to Cancel and therefore denies the same. 

23.  Denied. 

24.  Denied. 

25.  Admitted. 

26.  Admitted. 

27.  Admitted. 

28.  Admitted. 

29.  Admitted. 

30.  Admitted. 
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31.  Admitted. 

32.  Admitted, except that the statement was made by the signatory, not the Registrant. 

AFFIRMATIVE DEFENSES 

 

2.  Petitioner created Registrant in 2006, chose its name, provided legal services to Registrant for 

many years, and routinely interacted with Registrant from its inception until the present. At no 

time between the publication of Registrant’s trademark on July 10, 2012 and the date of the 
Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s registration of 
SOFTWARE FREEDOM CONSERVANCY. Registrant changed its economic position during 

that period by expending significant resources to expand its trade and accrue significant goodwill 

in the mark. Petitioner’s claim is therefore barred by the doctrine of laches. 

3.  Petitioner has affirmatively promoted and encouraged Registrant’s activities from its 
inception until the present, including inviting Registrant’s personnel to speak at its events. As 
recently as May, 2016 the Executive Director of Petitioner stated expressly that he had no 

complaints against Registrant. Petitioner’s claim is therefore barred by the doctrine of 
acquiescence. 

4.  At no time between the publication of the Registrant’s trademark on July 10, 2012 and the 

date of the Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s 
registration of SOFTWARE FREEDOM CONSERVANCY. Registrant relied on Petitioner’s 
silence as indicating that Petitioner did not object to Registrant’s use and registration of its mark. 
Registrant changed its economic position during that period by expending significant resources 

to expand its trade and accrue significant goodwill in the mark. Petitioner’s claim is therefore 
barred by the doctrine of equitable estoppel. 

5.  The Executive Director of Petitioner affirmatively stated in May, 2016 that he had no 

complaints against Registrant, only its employees. He subsequently stated on or about November 

22, 2017, after the petition to cancel was filed, that he expects the Registrant to be able to 

continue to use its mark. Therefore, the Petition to Cancel was not filed because of any 

trademark concern, but as a misuse of legal process to harass individuals for unrelated perceived 

wrongs. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

6.  Registrant is a former client of Petitioner. The same lawyers at Petitioner who represented 

Registrant are now acting as lawyers for Petitioner, adverse to Registrant in a matter substantially 
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related to the work the Petitioner performed for Registrant, namely, the formation and naming of 

Registrant. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

COUNTERCLAIM FOR CANCELLATION OF REGISTRATION NO. 3,913,979 

 Software Freedom Conservancy, Inc. ( Conservancy ), a 501(c)(3) tax exempt not-for-

profit charity, believes that it has been and will continue to be damaged by U.S. Trademark 

Registration No.3,913,979 for the mark SOFTWARE FREEDOM LAW CENTER, and hereby 

petitions to cancel the same pursuant to § 14(3) of the Trademark Act of 1946, 15 U.S.C. 

§ 1064(3). 

As grounds for cancellation, Petitioner in Counterclaim alleges as follows: 

1. Conservancy is a nonprofit organization, providing administrative, legal and management 

support for Conservancy members’ free and open source software (FOSS) projects, to help 

them better devote their resources to software development and documentation. 

2. Software Freedom Law Center, Inc. ( SFLC ) is the owner of U.S. Reg. No. 3,913,979 for 

SOFTWARE FREEDOM LAW CENTER, which issued on February 1, 2011 in Class 45 for 

legal services  (the ’979 Registration ). 

3. SFLC has asserted the ’979 Registration in the instant Petition to Cancel Conservancy’s U.S. 
Reg. No. 4,212,971 for SOFTWARE FREEDOM CONSERVANCY on the ground that the 

Conservancy service mark was likely to be confused with the mark of the ’979 Registration. 

4. The genus of the services in the ’979 Registration is, as stated in the registration, legal 

services.  

5. Free software  and open source software  are terms used to describe software licensed on 

terms that give the software users certain user rights, sometimes referred to as the Four 

Freedoms.  The terms free software  and open source software  are used separately and 

also commonly combined into the term free and open source software.  

6. The SFLC states on its webpage that its mission [is] to provide pro bono legal services to 

Free and Open Source Software projects ….  

7. The actual and potential consumers of SFLC’s services are those who are seeking legal 
services relating to FOSS projects. 
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8. Free software  and software freedom  are synonymous, that is, free software  is the 

concrete noun form and software freedom  is the same concept expressed as an abstract 

noun. 

9. The Wikipedia page for software freedom  redirects to a page titled Free software 

movement.  

10. Software freedom  is widely used in ordinary speech to refer to free software. 

11. The Free Software Foundation, a 503(c)(3) nonprofit for which SFLC formerly provided 

legal services, states on every page that it is a charity with a worldwide mission to advance 

software freedom.  

12. The Open Source Initiative, a California public benefit corporation with 501(c)(3) tax-

exempt status, states on its home page the OSI champions software freedom in society 

through education, collaboration, and infrastructure, stewarding the Open Source Definition 

(OSD), and preventing abuse of the ideals and ethos inherent to the open source 

movement …. Software freedom is essential to enabling community development of open 

source software.  

13. On information and belief, SFLC has not challenged use of the term software freedom  by 

the entities known as Software Freedom Day,  Software Freedom School  or Software 

Freedom Kosova  as part of their names. 

14. SFLC itself uses the term software freedom  as a noun identifying what free software 

licenses provide. 

15. A job posting by SFLC stated In addition, the Attorney will be expected to publish writing 

and make public presentations on topics related to software freedom.  

16. SFLC-authored conference materials state As we begin our second decade of working as 

counselors and advocates for software freedom ...  

17. SFLC's website page for its SFLC Internship Program states Applicants should have a 

demonstrated interest in software freedom and be conversant in legal and technical concepts 

related to free and open source software.  

18. SFLC's website page for Technology  states the Software Freedom Law Center also tries 

to produce useful technology that allows non-profit organizations and law centers to operate 

in software freedom.  
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19. A well-regarded 2008 publication by the SFLC, A Legal Issues Primer for Open Source and 

Free Software Projects,  states: 

• [W]e present a starting point for lawyers and risk managers for thinking about the 

particular, at times counter-intuitive, logic of software freedom.  

• Some copyleft advocates regard the AGPL as the next logical step toward software 

freedom.  

• The default trademark rules are sufficient for most Software Freedom projects.  

20. In its Petition to Cancel, SFLC characterized its mark SOFTWARE FREEDOM LAW 

CENTER as containing the element 'Software Freedom' at the beginning of the mark, 

followed by a … compound noun.  

21. Law Center  is the compound noun to which SFLC was referring. 

22. Law Center  is a generic term. 

23. Combining the generic term software freedom  with law center  provides no additional or 

changed meaning. The term as a whole identifies a subclass of legal services provided to 

those who work in the field of software freedom. 

24. The term software freedom law center  is generic for legal services and therefore 

Registration No. 3,913,979 is invalid. 

*** 
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 WHEREFORE, Applicant prays that Registration No. 3,913,979 be cancelled, that the 

Petition to Cancel be dismissed, and that judgment be entered in favor of Registrant against 

Petitioner.   

Respectfully submitted, 

 

 

 By:        

Pamela S. Chestek 

Chestek Legal 

PO Box 2492 

Raleigh, NC 27602 

Attorney for Registrant 

pamela@chesteklegal.com 

  

mailto:pamela@chesteklegal.com
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Certificate of Service 

 

I hereby certify that a true and complete copy of the foregoing Amended Answer and 

Counterclaim has been served on Software Freedom Law Center on April 9, 2019 by emailing a 

copy thereof to Petitioner’s counsel at mishi@softwarefreedom.org and 

smcmahon@ostrolenk.com.  

 

Mishi Choudhary 

Software Freedom Law Center 

 

PO Box 250874 

New York, NY 10025 

 

 

Sean P. McMahon 

Ostrolenk Faber LLP 

845 Third Avenue, 8th Floor 

New York, NY 10022 

 

 

 

 

By:        

Pamela S. Chestek 

mailto:mishi@softwarefreedom.org


Exhibit C 



Subject: So�ware Freedom Law Center v. So�ware Freedom Conservancy - TTAB Cancella�on No.

92066968 - OF Ref.: 7E/6642-2

From: Sean McMahon <smcmahon@ostrolenk.com>

Date: 3/28/2019, 5:50 PM

To: Pamela Chestek <pamela@chesteklegal.com>

CC: "John L. Welch" <John.Welch@WolfGreenfield.com>, Shannon Falloon <sfalloon@ostrolenk.com>

***FOR SETTLEMENT PURPOSES ONLY***

***SUBJECT TO FRE 408***

Dear Pam:

In November we discussed a possible settlement proposal concerning this cancellation proceeding.  SFLC
has now authorized me to propose the following core settlement terms to bring about an amicable resolution
of this matter:

· SFC must agree to cancellation of U.S. Trademark Registration No. 4212971;

· SFC must agree never to use or seek registration of any mark that incorporates a SOFTWARE
FREEDOM component for any good or service;

· SFC must agree to discontinue all uses of SOFTWARE FREEDOM CONSERVANCY within 60 days

of execution of an agreement;

· SFC must agree not to challenge and/or contest the validity of SFLC’s trademark registrations that

incorporate the terms SOFTWARE FREEDOM;

· SFC must agree to discontinue all uses of SOFTWARE FREEDOM CONSERVANCY within 60 days

of execution of an agreement;

· SFC must agree to rename itself so that the word FREEDOM is not featured in their corporate name
within 60 days of execution of an agreement;

· SFC must agree to discontinue use of sfconservancy.org and softwarefreedomconservancy.org within
60 days of execution of an agreement; and

· SFLC and SFC will agree to a mutual non-disparagement provision. 

If the foregoing terms are acceptable, please advise.   I will then prepare a suitable agreement.

Sincerely yours,

Sean P. McMahon

Ostrolenk Faber LLP | Attorneys at Law

845 Third Avenue, 8th Floor
New York, New York 10022
212.596.0502 DIRECT | 212.382.0888 FAX
smcmahon@ostrolenk.com | www.ostrolenk.com

CONFIDENTIALITY NOTICE: This e-mail and any attachments are for the exclusive and confidential use of the intended recipient. If you received this in error,

please do not read, distribute, or take action in reliance upon this message. Instead, please notify us immediately by return e-mail and promptly delete this message

and its attachments from your computer system. We do not waive attorney-client or work product privilege by the transmission of this message.
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